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Disposition of Claims 

4) (EI Claim(s) 1,2.5-12. 14. 16-20 and 22-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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DETAILED ACTION 



Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 20 and 22 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The use of the term "adjustable" in claim 20 is 
deemed new matter. Nowhere in the specification is there any mention of the term. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/618,780 Page 3 

Art Unit: 3749 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 1, 2, 5, 6, 8, 9, 12, 14, 16, 18-20, and 22-25 (20 and 22 as understood) 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Forster (1,908,135), 
which shows all of the claimed limitations. Forster discloses, among other things, 

1. A burner (see at least fig. 1), comprising: a burner body 10,11,12 including an inlet 
opening at one end 10 thereof and an outlet opening 12 at a second end thereof; a nozzle 
assembly 21,24 disposed in said outlet opening of said burner body, said nozzle assembly 
including a disc-like member 24 having a central hole 26 therein and a plurality of 
radially spaced holes 27 spaced around a perimeter of said central hole, and a 

tube member 21 disposed in said central hole and extending axially beyond said 
outlet opening of said burner body (see at least fig. 1) . 

2. The burner according to claim 1, wherein said tube member includes a first 
end 19 and a second end 21 wherein said first end has a larger diameter than said 
second end (see at least fig. 1) . 

9. A nozzle for a burner, comprising: a disc-like member having a central hole 
therein and a plurality of radially spaced holes spaced around a perimeter of 
said central hole; and a tube member disposed in said central hole and 
including a first end and a second end wherein said first end has a larger 
diameter than said second end. (see previous claims) 
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12. A burner, comprising: a burner body including an inlet opening at one end 
thereof and an outlet opening at a second end thereof; a nozzle assembly 
disposed in said outlet opening of said burner body, said nozzle assembly 
including a disc-like member having a central hole therein and a plurality of 
radially spaced holes spaced around a perimeter of said central hole, and a 
tube member disposed in said central hole, said tube member including an 
upstream end and a downstream end wherein said upstream end has a larger 
diameter than said downstream end. (see previous claims) 

20. A method of tuning a burner for use in different applications, comprising 
the steps of: providing an elongated burner body having an inlet opening and an 
outlet opening; mounting a nozzle assembly in said outlet opening of said 
elongated burner body, said nozzle assembly including a disc-like member having 
a central hole therein and a plurality of radially spaced holes spaced around a 
perimeter of said central hole, and a tube member disposed in said central 
hole, said tube member being positioned to extend axially from a front and rear 
surface of said disc-like member such that an axial position thereof is 
predetermined based upon the burner application, (see previous claims) 

It should be understood that it is inherent that the relative position of the tube is 
"predetermined", so as to attain the desired flow parameters. 

Forster does not specifically recite the pockets, lips, flanges, or bracket arrangement. 
Nevertheless, the claimed components and arrangement are an obvious modification 
based on design choice, and depends on spatial considerations. In view of the absence 
in the originally filed disclosure of criticality for this particular design, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to incorporate 
it into the invention disclosed by Forster, so as to provide for spatial considerations. 
7. Claims 1, 2, 5, 6, 8, 9, 12, 14, 16, 18-20, and 22-25 (20 and 22 as understood) 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Hollingshead 
(5,186,620), which shows all of the claimed limitations. Hollingshead discloses, among 
other things, 

9. A nozzle for a burner, comprising: a generally planar disc-like member 20 having a central 
hole 30 therein and a plurality of radially spaced holes 31 spaced around a perimeter of 
said central hole; and a tube member 30 (integral) disposed in said central hole and 
including a first end and a second end wherein said first end has a larger 
diameter than said second end. (see at least fig. 5) 

20. A method of tuning a burner for use in different applications, comprising 
the steps of: providing an elongated burner body having an inlet opening and an 
outlet opening; mounting a nozzle assembly in said outlet opening of said 
elongated burner body, said nozzle assembly including a disc-like member having 
a central hole therein and a plurality of radially spaced holes spaced around a 
perimeter of said central hole, and a tube member disposed in said central 
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hole, said tube member being positioned to extend axially from a front and rear 
surface of said disc-like member such that an axial position thereof is 
predetermined based upon the burner application. (see previous claim) 

It should be understood that it is inherent that the relative position of the tube is 
"predetermined", so as to attain the desired flow parameters. 

Hollingshead does not specifically recite the pockets, lips, flanges, or bracket 

arrangement. Nevertheless, the claimed components and arrangement are an obvious 

modification based on design choice, and depends on spatial considerations. In view of 

the absence in the originally filed disclosure of criticality for this particular design, it 

would have been obvious to one of ordinary skill in the art at the time of the invention to 

incorporate it into the invention disclosed by Hollingshead, so as to provide for spatial 

considerations. 

8. Claims 1, 5-8, 12, 14, 16-20, and 22-25 (20 and 22 as understood) are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Ogden (4,702,691), which shows all 
of the claimed limitations. Ogden discloses, among other things, 

A nozzle for a burner, comprising: a disc-like member (see at least end cap in fig. 5) having a 
central hole (hollowed out space) therein and a plurality of radially spaced holes 82 spaced 
around a perimeter of said central hole; and a tube member 84 disposed in said central hole and 
including a first end and a second end wherein said first end has a larger diameter than said 
second end (see at least fig. 5) . 

Ogden does not specifically recite the pockets, lips, flanges, or bracket arrangement. 
Nevertheless, the claimed components and arrangement are an obvious modification 
based on design choice, and depends on spatial considerations. In view of the absence 
in the originally filed disclosure of criticality for this particular design, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to incorporate 
it into the invention disclosed by Ogden, so as to provide for spatial considerations. 
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Response to Arguments 

9. Applicant's arguments with respect to the claims have been considered, but are 
not deemed persuasive. 

a. At the outset, applicants assert that there is no legal requirement to 
provide discussions of criticality of design features in the originally filed 
disclosure. Whether this is true or not is irrelevant, as the question remains 
whether a design feature is obvious. Lacking any stated criticality it is simply a 
matter of design choice. As regards the examiner's assertion that the criticality 
be stated in the specification as originally filed, it is simply to satisfy the 
requirement that applicants had possession of the invention as claimed at filing. 

b. Applicants further assert that there is indeed stated criticality in the 
specification as originally filed and cite paragraphs 5 and 26. However, it should 
be noted that paragraph 5 simply states a general benefit to the invention as a 
whole and not resulting from the claimed design limitations. Paragraph 26 is 
somewhat more specific, but addresses the upstream section of the tube having 
a larger diameter than the downstream end. This too is not directed to the 
design limitations rejected above. 

c. Applicants further assert that the claims as now amended require a 
"generally planar" disc-like member. Applicants are reminded that the claimed 
limitations are given their broadest reasonable interpretation. Accordingly, it is 
the examiner's position that the prior art relied upon satisfies the broadest 
reading of the term. 
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d. Applicants further assert that the prior art references do not show the 
insert with a larger upstream diameter than the downstream diameter. 
Applicants' attention is directed to figure 1 of Forster (see at least element 19 
with ends 23 and 21) and figure 5 of Hollingshead (see element 30). 



Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alfred Basichas whose telephone number is 571 272 
4871. The examiner can normally be reached on Monday through Friday during regular 
business hours. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Tech Center telephone number is 571 272 3700. 




